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DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 2-6,
8, 9 and 14, all the clains remaining in the present
application. A copy of illustrative claim114 is appended to

thi s deci sion.



Appeal No. 1996-0740
Appl i cati on No. 08/107, 146



Appeal No. 1996-0740
Appl i cati on No. 08/107, 146

The exam ner relies upon the follow ng references as

evi dence of obvi ousness:

Ciba Ltd. (G ba) 1, 003, 786 Sep. 8, 1965
(patent specification)

Benz et al. (Benz) 3,362,949 Jan. 9, 1968

Ackermann et al. (Ackermann) 3,697, 500 Cct. 10, 1972

Cerlach et al. (Gerlach) 3,988, 310 Cct. 26, 1976

Appel lants' clainmed invention is directed to a dye in
accordance wth the recited formula. According to appellants,
the clained dyes are novel and "are characterized by their
good build up on cotton and their fastness to wet treatnents
and to light" (page 1 of Brief, 11/05/99). Also, we are told
that [t]he dyes al so have surprisingly high solubility in salt
solutions” which "is of advantage in exhaust dyeing where such
solutions are used" (page 1 of Brief, 11/5/99). Appeal ed
clainms 2-6, 8, 9 and 14 stand rejected under 35 U.S.C. § 103
as being unpatentable over Ciba in conbination with Benz or
Gerlach or Ackermann

We have thoroughly reviewed the respective positions
advanced by appellants and the exam ner, including the
decl aration evidence submtted by appellants. In so doing, we

find that the prim facie case of obviousness established by

t he exam ner has been rebutted by appellants' declaration
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evi dence of unexpected results. Accordingly, we wll not
sustain the exam ner's rejection.
It does not appear that appellants dispute the examner's

determ nation that it would have been prima facie obvious for

one of ordinary skill in the art to replace the hydroxy on the
pyrazole noiety of Ciba with the claimed am no substituent in
view of the teachings of the secondary references that the
hydroxy and am no substituents are interchangeable on a
pyrazol e noiety of reactive dyes. Rather, it is appellants’
contention that the Smth Declaration of October 16, 1992, the
Brierley Declaration of October 21, 1992, the Ebenezer

Decl arati on of Septenber 23, 1993, the Butterworth Declaration
of Septenber 22, 1993 and the Ebenezer Decl aration of August
21, 1995 establish unexpected results for the clainmed dyes and,

therefore, rebut the prina facie case of obvi ousness. I n

particular, the Brierley Declaration denonstrates that a dye of
the present invention has far better build-up on cotton over a
vari ety of concentrations and tenperatures in conparison to a
dye that is identical to the clainmed dye with the exception of
the presence of a hydroxy substituent instead of an am no

substituent on the pyrazole noiety. Al so, the Butterworth
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Decl arati on conpares a dye according to the present invention
with a dye of Exanple 4 of Ci ba, where the only difference is a
hydr oxy or am no substituent on the pyrazole noiety, and
denonstrates that the dye of the present invention has better
bui | d-up when applied to cotton over a variety of
concentrations, and surprisingly has nmuch higher solubility in
G aubers salt solution. In addition, the Declaration of Dr.
Ebenezer of August 21, 1995 states that the results of the the
Brierley and Butterworth Declarations are surprising and
unexpect ed.

I n discounting the probative value of appellants’
decl aration evidence, the exam ner offers that (1) the
decl arations are not comensurate in scope with the cl ained
subject matter, (2) all the conpounds of the pertinent prior
art have not been conpared and (3) the conparison of two
cl ai med conpounds is insufficient to denonstrate that the
cl ai med cl ass of conpounds, as a whole, would have the
property denonstrated (see page 5 of Answer). In addition,
the exam ner offers that:

The differences in properties shown i.e. the

difference are sonmewhat different but are not

surprising or unexpected nor do any of the
Decl arants assert that the differences are

-5-



Appeal No. 1996-0740
Appl i cati on No. 08/107, 146

surprising or unexpected only that the
results are better or superior which is not
unexpected since conpounds closely rel ated
structurally would not usually be expected to
have exactly the sane buil d-up or
solubility.” [Page 7 of Answer of 06/20/95].

In response to the Declaration of Dr. Ebenezer of August 21,
1995, the exami ner set forth that "the new Ebenezer Decl aration
stating the differences are surprising and unexpected is not
persuasi ve because in order to be persuasive the Declarants
[sic, Declarant's] statenents mnmust bear out that the
differences are really and truly surprising and unexpected. In
this case the differences are not truly surprising and
unexpect ed" (page 2 of Answer, 09/15/95).

For the reasons set forth by appellants in their
principal and reply briefs, we find that appellants’
decl aration evidence is reasonably commensurate in scope with
t he degree of protection sought by the appeal ed clains, and
represents a conparison with the closest prior art.
Furthernore, in stating that "[i]n this case the differences
are not truly surprising and unexpected" (page 2 of Answer,
09/ 15/ 95), the exam ner has inproperly substituted his opinion

for the opinion of an expert in the art. 1n re Zeidler, 682

F.2d 961, 966-67, 215 USPQ 490, 494 (CCPA 1982).
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I n concl usion, based on the foregoing, it is our judgnent
that the evidence of nonobvi ousness presented by appellants
out wei ghs the evidence of obviousness relied upon by the
exam ner. Accordingly, the exam ner's decision rejecting the
appeal ed clains is reversed.

REVERSED

EDWARD C. KI M.I N
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

PAUL LI EBERVAN
Adm ni strative Patent Judge

PETER F. KRATZ
Adm ni strative Patent Judge
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Cushman, Darby & Cushman
Ni nt h Fl oor

1100 New York Ave., N W
Washi ngton, DC 20005-3918
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APPENDI X
14. A dye which, in the free acid form is of the
For mul a:
(SO3H)r
Q
N
. 4_</ \N 7
NiPc—TS0,N—A—N—"
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R N—B—N=N—\ }
/
R
NH, X
i Y Im
wher ei n:
Ni Pc is a nickel phthal ocyani ne radical;
r has a value from1 to 3 inclusive;
m has a value from1l to 3 inclusive;
p has a value fromO to 1 inclusive;
R, R and R are each independently H, C_,-al kyl or
al kyl substituted by CH,, OCH,, hal o,
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X and Y

provi ded t

07, 146

CN, NHCOCH,, NH,, hydroxy, sul pho or
car boxy;

i s phenyl ene, substituted phenyl ene,
C.¢-al kyl ene or substituted C_,- al kyl ene,
wherein the substituent is selected from

CH,, OCH,, hal o, NO, CN, NHCOCH,, NH,
hydr oxy, sul pho and car boxy;

is halo, tri-(C_, al kyl ammoni um or a
pyri di ni um group;

i s phenyl ene, phenyl ene substituted by 1 or
2 sul pho groups or phenyl ene substituted by
an al kyl or al koxy group;

is Hor alkyl; and

are each independently H, alkyl, alkoxy,
hal ogen, carboxy or sul pho;

hat r+m does not exceed 4.



